
United States Patent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address. COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 


APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET 


CONFIRMATION NO. 


10/076,941 


23696 


02/14/2002 


7590 


02/20/2004 


Qualcomm Incorporated 
Patents Department 
5775 Morehouse Drive 
San Diego, CA 92121-1714 


Douglas M. Crockett 


020194 


3622 


EXAMINER 


CUMMING, WILLIAM D 


ART UNIT 


2683 

DATE MAILED: 02/20/2004 


PAPER NUMBER J 


Please find below and/or attached an Office communication concerning this application or proceeding. 


PTO-90C (Rev. 10/03) 



Application No. ^HF 

Applicants) 

> 

Off icq Action Summsrv 

III ^ m * • • %0 M mill %■ • ^» 

10/076,941 

CROCKETT, ETAL 

Examiner 

WILLIAM D CUMMING 

Art Unit 

2683 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a), In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communications) filed on 02 January 2004 . 
2a)Q This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay fe, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 5-44 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) !El Claim(s) 5-44 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 23 April 2002 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a). 
Replacement drawing sheet(s) including thg correction is required if the drawing(s) is objected to. See 37 CFR 1121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 


Election/Restrictions 


1 . Applicants' election of Group II in Paper No. 5 is acknowledged. Because 
applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse 
(MPEP§ 818.03(a)). 

2. Applicants are reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 


States. 
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4. Claims 5-41 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Tuulos. 

Tuulos discloses a method for adding a new member to an active group 
call in a group communication network (figures 1 and 2), the method comprising 
receiving a request for adding a member list to an active group call and adding 
the member list to the active group call (page 3, line 4 to page 6 line 3). 

Tuulos also discloses announcing the group call to each member in the 
member list (page 9, line 1-page 10, line 11) 

Tuulos shows receiving acknowledgement from a member in the member 
list who wishes to participate in the group call and forwarding media to the 
member (page 11, line. 31 to page 13) 

5. Claims 5, 14, 23, 32, and 41 are rejected under 35 U.S.C. 102(a) as being 
clearly anticipated by Jonsson, et al. 

Jonsson, et al discloses a method for adding a new member to an active 
group call in a group communication network (figures 1 and 2), the method 
comprising receiving a request for adding a member list to an active group call 
and adding the member list to the active group call, page 6, line 12-page 7, line 
15, page 10, line 5 to line 26, page 12, line 3 to page 14, line 2, claims 5-8 and 
figures 4 and 6. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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9. Claims 42-44 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tuulos or Jonsson, et al in view of Raith (PCT or United States): 

Either Tuulos or Jonsson, et al disclose all subject matter, note the 
above paragraphs, except for a dispatcher determines location information for 
each member of the list, or a local controller for a member located within a local 
region, or a remote controller for a member that is located outside a local region. 
Ralth teaches the use of for a dispatcher determines location information for 
each member of the list, or a local controller for a member located within a local 
region, or a remote controller for a member that is located outside a local region 
(figure 3, page 3, lines 10-19, page 14, Iine15 to page 15, line 12, page 17, line 
25 to page 18, line 23 in the PCT) for the purpose for adjusting the types and 
values of auxiliary information to the users within a group. Hence, it would have 
been obvious for one of ordinary skill in the art at the time the claimed invention 
was made to incorporate the use of for a dispatcher determines location 
information for each member of the list, or a local controller for a member located 
within a local region, or a remote controller for a member that is located outside a 
local region, as taught by Raith, for the purpose for adjusting the types and 
values of auxiliary information to the users within a group, in the apparatus for 
adding a new member to an active group call in a group communication network 
of Tuulos or Jonsson, et al in order to for individual users with the opportunity 
and information needed to join group calls at any time. 
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Conclusion 


1 0. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

Smith discloses a group emergency call system for use in a central office 
exchange or other communication system for alerting a group of people in the 
event of an emergency. Data in the form of a hunt group assignment table is 
stored within the communication system, containing a predetermined pilot 
number for defining a particular emergency hunt group within the communication 
system, and a plurality of directory numbers corresponding to respective ones of 
the subscriber sets assigned to the emergency hunt group. Circuitry is provided 
for receiving dialed digit signals designating an incoming emergency call from a 
predetermined one of the subscriber sets and comparing the dialed digits with 
the pilot number, and in the event the dialed digit signals correspond to the 
predetermined pilot number generating a request device message signal. 
Circuitry is provided for receiving the request device message signal and in 
response retrieving the directory numbers from the emergency hunt group 
assignment table and generating a plurality of ringing signals for simultaneously 
ringing respective ones of the subscriber sets assigned to the emergency hunt 
group, such that members of the emergency hunt group are alerted to the 
incoming emergency call. 
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Connor, et al disclose a digital recorder detrunks calls for logging prior to 
recording same. This allows retrieving what a radio monitoring a particular 
talkgroup hears and combines that with the best features of a detrunk-on- 
playback system, namely the ability to isolate those portions of all the system 
communications which are desired or specifically excluded. The fluid 
associations between talkgroup IDs, multigroup IDs, and supergroup IDs are 
used by the recorder to search for the audio which the user wishes to hear. The 
retrieval of audio heard by a particular, individual radio is made possible through 
the incorporation of radio affiliation information into a searchable database. A 
specified individual radio ID may be tracked with respect to its talkgroup 
affiliations, during a specified time interval, by an appropriate search algorithm. 
Those affiliations can, in turn, be further used with the 
talkgroup/supergroup/multigroup search algorithm to retrieve the audio heard by 
an individual radio user. 

Crockett, et al show a method and apparatus for terminating a member 
from a group call in a group communication network provides for receiving an 
indication from a user who wishes to terminate participation in a group call and 
sending a request to a server to terminate the user from the group call. The 
method and apparatus further provides for the server to receive the request for 
terminating a user from a group call, terminate the user from the group call, and 
send a response indicating that the user is terminated from the group call. 
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11. If applicants wish to request for an interview, an "Applicant Initiated Interview 
Request" form (PTOL-413A) should be submitted to the examiner prior to the interview 
in order to permit the examiner to prepare in advance for the interview and to focus on 
the issues to be discussed. This form should identify the participants of the interview, 
the proposed date of the interview, whether the interview will be personal, telephonic, or 
video conference, and should include a brief description of the issues to be discussed. 
A copy of the completed "Applicant Initiated Interview Request' form should be attached 
to the Interview Summary form, PTOL-41 3 at the completion of the interview and a copy 
should be given to applicant or applicant's representative. 


12. Notice of Office Plan to Cease Supplying Copies of 
Cited U.S. Patent References With Office Actions, and Pilot 
to Evaluate The Alternative of Providing Electronic Access 

to Such U.S. Patent References 


Summary 

The United States Patent and Trademark Office (Office or USPTO) 
plans in the near future to: (1) cease mailing copies of U.S. patents 
and U.S. patent application publications (US patent references) with 
Office actions except for citations made during the international 
stage of an international application under the Patent Cooperation 
Treaty and those made during reexamination proceedings; and (2) 
provide electronic access to, with convenient downloading capability 
of, the US patent references cited in an Office action via the Office's 
private Patent Application Information Retrieval (PAIR) system which 
has a new feature called "E-Patent Reference." Before ceasing to 
provide copies of U.S. patent references with Office actions, the 
Office shall test the feasibility of the E-Patent Reference feature by 
conducting a two-month pilot project starting with Office actions 
mailed after December 1, 2003, The Office shall evaluate the pilot 
project and publish the results in a notice which will be posted on the 
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Office's web site ( www.USPTO.gov ) and in the Patent Official 
Gazette (O.G.). In order to use the new E-Patent Reference feature 
during the pilot period, or when the Office ceases to send copies of 
U.S. patent references with Office actions, the applicant must: (1) 
obtain a digital certificate from the Office; (2) obtain a customer 
number from the Office, and (3) properly associate applications with 
the customer number. The pilot project does not involve or affect the 
current Office practice of supplying paper copies of foreign patent 
documents and non-patent literature with Office actions. Paper 
copies of references will continue to be provided by the USPTO for 
searches and written opinions prepared by the USPTO for 
international applications during the international stage and for 
reexamination proceedings. 

Description of Pilot Project to Provide Electronic Access to 
Cited U.S. Patent References 

On December 1 , 2003, the Office will make available a new feature, 
E-Patent Reference, in the Office's private PAIR system, to allow 
more convenient downloading of U.S. patents and U.S. patent 
application publications. The new feature will allow an authorized 
user of private PAIR to download some or all of the U.S. patents and 
U.S. patent application publications cited by an examiner on form 
PTO-892 in Office actions, as well as U.S. patents and U.S. patent 
application publications submitted by applicants on form PTO/SB08 
(1449) as part of an IDS. The retrieval of some or all of the 
documents may be performed in one downloading step with the 
documents encoded as Adobe Portable Document format (.pdf) files, 
which is an improvement over the current page-by-page retrieval 
capability from other USPTO systems. 

Steps to Use the New E-Patent Reference Feature During the 
Pilot Project and Thereafter 

Access to private PAIR is required to utilize E-Patent Reference. If 
you don't already have access to private PAIR, the Office urges 
practitioners, and applicants not represented by a practitioner, to 
take advantage of the transition period to obtain a no-cost USPTO 
Public Key Infrastructure (PKI) digital certificate, obtain a USPTO 
customer number, associate all of their pending and new application 
filings with their customer number, install no-cost software (supplied 
by the Office) required to access private PAIR and E-Patent 
Reference feature, and make appropriate arrangements for Internet 
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access. The full instructions for obtaining a PKI digital certificate are 
available at the Office's Electronic Business Center (EBC) web page 
at: < http://www.uspto.gov/ebc/downloads.html >. Note that a 
notarized signature will be required to obtain a digital certificate. 

To get a Customer Number, download and complete the Customer 
Number Request form, PTO-SB125, at: 

http://www. uspto.gov/web/forms/sb01 25. pdf . The completed form 
can then be transmitted by facsimile to the Electronic Business 
Center at (703) 308-2840, or mailed to the address on the form. If 
you are a registered attorney or patent agent, then your registration 
number must be associated with your customer number. This is 
accomplished by adding your registration number to the Customer 
Number Request form. A description of associating a customer 
number with an application is described at the EBC web page at: 
http://www.uspto.oov/ebc/registration pair.html . 

The E-Patent Reference feature will be accessed using a new button 
on the private PAIR screen. Ordinarily all of the cited U.S. patent 
and U.S. patent application publication references will be available 
over the Internet using the Office's new E-Patent Reference feature. 
The size of the references to be downloaded will be displayed by E- 
Patent Reference so the download time can be estimated. 
Applicants and registered practitioners can select to download all of 
the references or any combination of cited references. Selected 
references will be downloaded as complete documents as Adobe 
Portable Document Format (.pdf) files. For a limited period of time, 
the USPTO will include a copy of this notice with Office actions to 
encourage applicants to use this new feature and, if needed, to take 
the steps outlined above in order to be able to utilize this new 
feature during the pilot and thereafter. 

During the two-month pilot, the Office will evaluate the stability and 
capacity of the E-Patent Reference feature to reliably provide 
electronic access to cited U.S. patent and U.S. patent application 
publication references. While copies of U.S. patent and U.S. patent 
application publication references cited by examiners will continue to 
be mailed with Office actions during the pilot project, applicants are 
encouraged to use the private PAIR and the E-Patent Reference 
feature to electronically access and download cited U.S. patent and 
U.S. patent application publication references so the Office will be 
able to objectively evaluate its performance. The public is 
encouraged to submit comments to the Office on the usability and 
performance of the E-Patent Reference feature during the pilot. 
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Further, during the pilot period registered practitioners, and 
applicants not represented by a practitioner, are encouraged to 
experiment with the feature, develop a proficiency in using the 
feature, and establish new internal processes for using the new 
access to the cited U.S. patents and U.S. patent application 
publications to prepare for the anticipated cessation of the current 
Office practice of supplying copies of such cited references. The 
Office plans to continue to provide access to the E-Patent Reference 
feature during its evaluation of the pilot. 

Comments 

Comments concerning the E-Patent Reference feature should be in 
writing and directed to the Electronic Business Center (EBC) at the 
USPTO by electronic mail at eReference@>uspto. gov or by facsimile 
to (703) 308-2840. Comments will be posted and made available for 
public inspection. To ensure that comments are considered in the 
evaluation of the pilot project, comments should be submitted in 
writing by January 15, 2004. 

Comments with respect to specific applications should be sent to the 
Technology Centers' customer service centers. Comments 
concerning digital certificates, customer numbers, and associating 
customer numbers with applications should be sent to the Electronic 
Business Center (EBC) at the USPTO by facsimile at (703) 308- 
2840 or by e-mail at EBC(3>uspto.qov . 

Implementation after Pilot 

After the pilot, its evaluation, and publication of a subsequent 
notice as indicated above, the Office expects to implement its 
plan to cease mailing paper copies of U.S. patent references 
cited during examination ofnon provisional applications on or 
after February 2. 2004 : although copies of cited foreign patent 
documents, as well as non-patent literature, will still be mailed to the 
applicant until such time as substantially all applications have been 
scanned into IFW. 

For Further Information Contact 

Technical information on the operation of the IFW system can be 
found on the USPTO website at 

http://www. uspto. gov/web/patents/ifw/index. html . Comments 
concerning the E-Patent Reference feature and questions 
concerning the operation of the PAIR system should be directed to 
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the EBC at the USPTO at (866) 217-9197. The EBC may also be 
contacted by facsimile at (703) 308-2840 or by e-mail at 
EBC@uspto.QOv . 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WILLIAM D CUMMING whose telephone number is 
703-305-4394. The examiner can normally be reached on Tuesday and Wednesday, 
11:30 am to 8:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. WILLIAM TROST can be reached on 703-308-5318 . The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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14. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



William Cumming 

Primary Patent Examiner 
(703)305-4394 
(703) 746-6075 Fax 
william.cumming@uspto.gov 


